Attorney Docket No. 0204/5 
Customer No. 23696 



13 



REMARKS 

States of Prosecution 
Claims L -25 are pending in the preseni application 

In the Office Action mailed by the Examiner on January 28, 2008 the Examiner rejected 
claims 1-25 under 35 IJ.S.C. § 103(a), arguing that the claims are obvious over Published U.S. 
Patent Application 2003/03 44929 to Wakamaisu published on July 31, 2003 ("Wakamatsu 
Application") in view of U.S. Patent No. 6,282,274 to Jain, ei at. issued on August 28, 2001 ("Jain 
Patent"). 

On August 20, 2008 Applicants filed a reply to the office action, and included replacement 
drawing sheets to convert approved but informal figures to formal figures. 

On February 17, 2009 the Office mailed a second nonfmal office action conceding that 
Applicants had overcome the previous claim rejections, but advancing new rejections of claims 1- 
25 under 35 U.S.C. § 103(a), arguing that (I) the claims are obvious over Published U.S. Patent 
Application 2005/0086138 to Prange published April 21, 2005 ("Prange Application"), and (2) are 
obvious under 35 U.S.C. § 103(a) over the Prange Application in view of Published U.S. Patent 
Application 2002/0042715 to Kelley published April 11, 2002 ("Kelley Application"). 

This paper is in reply to the second nonfmal' office action identified above ("Office 
Action"). 

In view of the arguments of Applicants in this paper, Applicants request that the Examiner 
withdraw the rejections of the pending claims, and issue a notice of allowance. 

First Rejection under 35 IJ.S.C §1 03(a) 

In paragraphs 3-4 of the Office Action the Examiner rejected claims 1-25 under 35 U.S.C. 
§ 103(a), arguing that the claims are obvious over the Prange Application. The Prange Application 
is sometimes referred to in this paper as the Primary Reference. 

35 IJ.S.C. §103 provides: 

(a) A patent may not be obtained though die invention is not 
identically disclosed or described as set forth in section 1 02 of this 
title, if the differences between the subject matter sought to be 
n 1 and he < nor art are such that the subject matter as a 
whole would have been obvious at the time the invention was 
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made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

In the Office Action the Examiner cites the Prange Application as the Primary Reference 
for the rejections of claims 1-3, 6-7, 9-13, 16, 18-21 and 24 under 35 U.S.C § 103(a). 

Applicant respectfully submits that the Prange Application is not a valid reference for the 
rejections of the Examiner for at least the following reasons: 

A. The Primary Reference was filed as U.S. Application No. i 0/500,593 on June 29, 
2004. The Primary Reference claims priority to an earlier filed PCT application filed January 9, 
2002. 

B. The application under examination ("Application") was tiled on July 3 1 , 2003. 

C. 35 U.S.C. §1 02(a) precludes a patent if the invention was "described in a printed 
publication in this or a foreign country before the invention,.. by applicant." As indicated in 
Exhibit A , the WIPO publication date for the Primary Reference was July 17, 2003, The 
Application under examination was filed July 31, 2003. Applicants enclose as Exhibits B1 and B 2 
declarations as provided in 37 CFR §1.131 and MPEP §71 5 confirming that prior to July 1 7, 2003 
an invention disclosure was tendered to Qualcomm, thus establishing inventorship prior to the 
publication date of the Primary Reference. 

D. The critical terms of 35 U.S.C. § 102(e)(1) pose the question whether the Primary 
Reference is an [1] application for patent [2] published under section 122(b) [3] by another 
(inventive entity) [4] tiled in the United. States [5] before the invention by the applicant. The U.S. 
application corresponding to the Primary Reference was filed in the U.S. on June 29, 2004, a date 
well after the invention date of the invention disclosed in the Application under examination. 
Therefore, § 102(e)(1) is inapplicable. 

E. The critical terms of 35 U.S.C. §1 02(e)(2) includes as a predicate for that provision 
to be operative the granting of a patent. A patent has not been granted in connection with the 
primary reference: see Exhibit C . Therefore, § 102(e)(2) also is inapplicable. 

F. It follows, therefore, that the enclosed declaration confirming inventorship in 
connection with the application occurred before the PCT publication date of July 17, 2003 is 

i t %i i < » f r,< c Action because the examiner's obviousness rejection under 35 U.S.C, 
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§103 cites the Primary Reference either standing alone (paragraphs 3-3 of the Office Action) or in 
view of the Primary Reference over the Kelley reference. 

Second Rejection under 35 U.S.C §1 03(a) 
in paragraph 5 of the Office Action the Examiner rejected claims 4-5, 8, 14-15, 17, 22-23 
and 25 under 35 U.S.C. § 103(a), arguing that the claims are obvious over the Prange Application 
in view of the Kelley Application. 

A. Because the Primary Reference fails as a valid reference, it follows that neither the 
Primary Reference nor the Auxiliary Reference, alone or in combination, provides a prima facie 
basis for rejection of the claims under examination. 

B. Regarding rejection of dependent claims, if an independent claim is nonobvious 
under §103. then any claim depending therefrom is also nonobvious. See In re fine, 837 F,2d 
1071, 5 USPQ2d 1596 (Fed. Cir. 1988). 
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Conclusion 

For at least the foregoing reasons, Applicants respectfully request that the Examiner 
withdraw the rejections because all pendu\ «.m i 1 i application i faientable 

Accordingly, reconsideration and allowance of this application are earnestly solicited. 
Applicant submits that all pending claims in the application are patentable. 

Please charge any fees or overpayments that may be due with this response to .Deposit 
Account No. 17-0026. 

Should any issues remain unresolved, the Examiner is encouraged to telephone the 
undersigned at the number provided below. 



Dated; August 14,2009 

QUALCOMM Incorporated 
5775 Morehouse Drive 
San Diego, California <>2121 
Telephone: (858)658-2585 
Facsimile: (858) 658-2502 



Respectfully submitted, 

// J* / 
By: , 

Ashish L. Patel ' 
Reg. No. 53,440 
(858)658-2585 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application No. 10/633, J 43 ) 

Examiner: Hayies, Ashford S. ) 

Filed; 07/31/2003 ) 

Group No, 3687 ) 

REPLY TO OFFICE ACTION 
MAILED BY THE EXAMINER ON FEBRUARY .1.7, 2009 

DECLARATION UNDER 37 'C.F.R. 1.131 
L Thomas Doyle, declare as fallows; 

h I- am an inventor of the subject matter described and claimed in the above-identified 
U.S. Patent Application Serial Number. 

2, Prior to at least July 1 7, 2003 I, along with my eo inventor, conceived the apparatus 
and methods described and claimed in the claims pending in connection with the patent 
application; and that 1 proceeded with due diligence from prior to July 17, 2003 until the 
constructive reduction to practice of the invention by the filing of U.S. Application No. 10/633,143 
on July 31, 2003. 

3. Prior to at least July 17, 2003 ], along with my co inventors, presented to my 
employer, QUALCOMM Incorporated, a written invention disclosure documenting my conception 
of the invention. A copy of the written invention disclosure, with the date redacted as 
contemplated by MPEP §715, is attached to this document as Exhibit 1 in compliance with MP HP 
§715. 
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4. 1 further declare that all statements herein of my own knowledge are true and that 
all statements made on information find belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 3001 of Title 18 of the United States 
Code, and that such willful false statements may jeopardize the validity of the above-referenced 
application or any patent issuing thereon. 

/Thomas Doyle/ 

Inventor; Thomas Doyle 

June 22, 2009_ 

Dated 
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<JtlALCOWM SUF 

Suraey Sd: 1376S Wajsp«*i &ec4*rs* Id: 



(' indicates Mandate^ fields] 



The Titte of tie invention 

Access Control ami Separation of Business wnsus Persona! Usage for Mobil© Celiuiar Calling 



^ SsscrSptiort of the fwobiem solved «nti the advaniagejs} of the 

Solution 

Cormnereial vehicie operators often wish to provtce the 1 - 

Because the ow may utilise the tetephone for unauthorised perecnai use. Although calling contra: has beers 
iropte«nertedew«i»tmti^dev^ Sv-i-> • -z^. miE* c - , v >UALCCMM. an 

appropriate access control system bet net been developed on standard cellular phones. This invention provides a 
soiufion utilizing standard phones. 



Mot aware that it has beo-i - 



The ceHulsr phone 15 programmed so itw! it v»il« only ceit «n access controi server The phone servwr has ftos! or a-it of 

the attributes of 3 typicat credit and/or deb it 15 j as an at 

between each ■inbound ceituiar telephone cai! and trie comnor > - <* '1 either thr h ji - I o- 

an iO that is transmitted from the phone. The server also has the ability for the owner(s) of the ohones to su&ma sfcts of 

[he authorized telephone numbers that their phones may call for bus re? - i » - fen- r- 

number to caii that matches an authorised number, the ser. , v (able to the 

owner of the phone. It it does not match, the user may be given the ppo if r «■ ate* y osino a 

pe i' t 3 < n r (r t for the owner-b 1 be cwsn 1 

such ss duration control. 

^ Description of hat* the invention soives the stated problem and achieves the stated advantage^); 

Advantage 

P e L r 5 ' 'r ^ standard cetluier phor> 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application No. 10/633,143 ) 

Examiaer: Hsyfcs, As&ford S- ) 

FBcd: 07/31/2003 ) 

Group No. 3687 ) 

REPLY TO OFFICE ACTION 
MAILED BY TEE EXAMINER ON FEBRUARY 17, 2009 

■MCLARAXION JJNgER 37 C.F.H 1.131 
I, Craig Lauer, declare as follows: 

1. I am an inventor of the subject matter described and claimed in the above-identified 
U.S. Patent Application Serial Number. 

2. Prior to at least July 17, 2003 I, along with my co inventor, conceived the apparatus 
and methods described and claimed in the claims pending in connection with the patent 
application; and that I proceeded with due diligence from prior to July 17, 2003 until the 
constructive reduction to practice of the invention by the filing of U.S. Application No. 10/633,143 
on July 31, 2003. 

3. Prior to at least July 17, 2003 I, along with my co inventors, presented to my 
employer, QUALCOMM Incorporated, a written invention disclosure documenting my conception 
of the invention. A copy of the written invention disclosure, with the date redacted as 
contemplated by MPEP §715, is attached to this document as Exhibit 1 in compliance with MPEP 
§715. 
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4. I further declare that all statements herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further thai these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code, and that such willful false statements may jeopardize the validity of the above-referenced 
application or asr pat s issuing thereon. 

X -X L.:..T _ ..... 

inventor: Craig Lauer 



Dated 
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(" indicates mandatory urns) 



mm sectiom 



^ It'-.- rule: 

i'de Title erf the invention 

Access Control and Sef^ii.onc'K !e Cellular Calling 



0 Keywords: 
Keywords 



^ OssorjptiOfj of the problem scfv»ci and the advantage^) of the Invention: 

•Solution 

Commercial vehicle operators often wish to provide their drivers with utftitet telephones. There is often an issue 
because the driver may utilize the telephone for unauthorized personal use. Altnough calling controi has been 
implemented on (customized dovices by various compan ies, si 1 • ■ ... ALCOMM, an 

appropriate access control system has not been developed on standao. i - rhis invention pro esa 

solution ufifeino standard phones. 



Description of how others have solved the stated probtero: 
Others 

Not aware that it has been sotyaa other thar- through custom devices. 

M Brief description of the invention: 
Brief Description 

The seiluiar phone i* programmed so that it wit! oniy cat! an access contiol server Thei phone server has most or all of 
the attributes of a typical credit and/or debt! calling system. In addition, the server has an ability to form an association 
between each inbound cellular telephone call and the company owning thai phone, either through cafier iO or through 
s» ID ihet is transmits from the phone The server also has the ability tor (he owners) of the phones to submit lists of 
the authorized telephone numbers mat their phones may call for business purposes. If the user emsrs a telephone 
number to call that matches an authorized number, the seiver processes the cail and records a as being billable to the 
owner of the phone, if it does not match, the user may be given the epport;<r<i;y v.; rtM.-e a personal call by using a 
personal credil or debit account. Finally, other forms of calling control fc.- iho owner-bistable calls can be considered. 
Such as duration control. 



^ Description of how the invention solves the stated problem and achieves the stated advantage(s): 
Advantage 

Provides a server based method tor calling access control using stancard cellular Rhot-.es. 
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^ Relatad invention disclosures, patent applications antS patents: 
Disclosures 



Attachments included?: 
Attachment Sag 
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